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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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DETAILED ACTION 

Election/Restrictions 

1 . Claims 8-1 7 are withdrawn from further consideration pursuant to 37 CFR 

1 .142(b) as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Election was made without traverse in the reply filed on August 20, 2008. 

Claim Objections 

2. Claim 5 is objected to because of the following informalities: 
The term of "5claim 1" should read as: --claim 1-. 

In addition, this claim recites the term of "recess portions", but fails to clarify their 
relationship with the same term already defined in claim 1 . 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-7, 18 and 19 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 1 recites the subject matters that a part of a substrate portion of the device 
side surface has recessed portions in a side direction of the device. 
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However, the term of "the device side surface" recited therein lacks a sufficient 
antecedent basis in the claim, as it is not clear which of the multiple side surfaces that 
naturally exist in the instant invention it definitely refers to. 

In addition, it also fails to clarify what is definitely the direction of the recited "side 
direction of the device", given that the device naturally has multiple side surfaces, 
including at least top and bottom ones, and lateral side ones as well. 

Furthermore, it is not clear whether the recited "side direction" is a direction along 
the direction of an edge of the side surface or along the normal direction of the side 
surface. 

Claim 5 recites the subject matters that recessed portions are existing 
maintaining a distance of 4 to 40 urn. But, it fails to clarify whether it means that the 
entire recessed portions are arranged within the recited distance, or that the 
neighboring two of the recited recess portions are kept at the recited distance. 

Claim 5 recites the subject matter of a width of 1 to 20 urn. But, it fails to clarify 
whether it means that the entire recessed portions are arranged within the recited width 
or that each of the recited recess portions has the recited width. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
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applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1 -5, 1 8 and 1 9, insofar as being in compliance with 35 U.S.C. 1 1 2, are 
rejected under 35 U.S.C. 102(e) as being anticipated by Akaike (Akaike et al., US 
6,924,513). 

Akaike discloses a compound semiconductor light-emitting device (4, 10 and/or 
11), having a light-emitting layer (42, or 107-1 10) on a substrate (41 or 108), wherein at 
least a part of a substrate portion of one device side surface has recessed portions in a 
side direction (i.e., the recessed portions are recessed along a direction such as the 
normal direction or an edge direction of a side surface) of the device. 

Regarding claims 2 and 4, it is further noted that the entire substrate in Akaike is 
formed of a compound semiconductor (such as GaP). 

Regarding claim 3, it is further noted that the above light-emitting layer comprises 
an n-type or p-type compound semiconductor and is of the pn junction type. 

Regarding claim 5, it is further noted that at least the center-to-center distance of 
the neighboring two recessed portions from the above recessed portions has a distance 
such as 5 urn (see col. 11, lines 26-27). 

Regarding claims 18 and 19, it is further noted that the above light-emitting 
device can inherently function as a lamp and/or light source. 



Application/Control Number: 1 0/591 ,076 Page 5 

Art Unit: 2811 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 6 and 7, insofar as being in compliance with 35 U.S.C. 112, are rejected 
under 35 U.S.C. 103(a) as being unpatentable overAkaike. 

The disclosure of Akaike is discussed as applied to claims 1-5, 18 and 19 above. 

Regarding claim 6, Akaike further discloses that the width of each of the 
recessed portions can be as large as 5 urn (see col. 1 1 , lines 26-27). 

Although Akaike does not explicitly disclose that the depth of each of the 
recessed portions can be a depth that is within 0.5 to 10 urn, it is noted that the depth of 
the recessed portions formed for improving light-extracting efficiency, such as the one 
shown in Akaike, are art-recognized resulted-oriented, important parameter, subject to 
routine experimentation and optimization. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to make the device of Akaike with the depth of recessed 
portions being anything within a range such as between 0.6 and 9.5 urn, so that a light 
emitting device with optimized light-extracting performance would be obtained, as it has 
being held that: 
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"[W]here the general conditions of a claim are disclosed in the prior art, it is not 
inventive to discover the optimum or workable ranges by routine experimentation." In re 
Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). 

Regarding claim 7, although Akaike does not expressly disclose that the light- 
emitting device is of the flip-chip type, it is noted that it is well known in the art that light- 
emitting devices are commonly and desirably housed/packaged in a flip-chip manner for 
achieving desired housing and/or packaging for the device, and/or for achieving the 
desired light-extraction from the substrate side. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the art-well-known flip-chip-type 
housing/packaging into the device of Akaike, so that a light-emitting device with desired 
housing and/or packaging for the device and/or with desired light-extraction from the 
substrate side would be obtained. 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. References B-E are cited as being related to a light-emitting 
device. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shouxiang Hu whose telephone number is 571-272- 
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1654. The examiner can normally be reached on Monday through Friday, 8:30 AM to 
5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lynne Gurley can be reached on 571-272-1670. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Shouxiang Hu/ 

Primary Examiner, Art Unit 281 1 



